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SUMMARY OF DETAILED COMMENTS AND RECOMMENDATIONS

1. 
Title

The title of this paper is appropriate.

2. 
Abstract

The abstract of this paper is appropriate.

3. 
Message

The authors’ message is clear. The same is true of their description of the history and nature of 3D technology. The article does not, however, always make it clear at which points it is considering the present-day or near-future 3D copying technology (with all its limitations), and at which points it is making an analogy to digital copying (which is free from such limitations). Specifically:

a) The reviewers believe only items consisting exclusively of plastics can be made by this process.  If correct, that rather limits its future rollout.  AB – metal and ceramic examples added
b) We are in the analogue world here, and unlike the digital world, reproduction will inherently never be perfect.  Is 3D printing perhaps more like home taping than ripping a CD?  For what type of products will that be acceptable to users?  For example, will branded and high end products withstand the tide of copying on the basis of reputation?  SB – I have noted this factor in the conclusion.
c) Making these things will involve significant user time.  In particular, any product consisting of more than one part will have to be assembled by hand by unskilled home labour, something that would probably be automated in a factory, so that 1,000 users making 1,000 home products will have spent many more man-hours than a factory would have.  For what type of products, and people, will this be acceptable? SB – this misses the point that 3D printers can print more 3D printers, so pushing down the cost.  Also, the tendency is almost always to move in this direction when the technology becomes cheap enough.  AB - Examples added (washing and power generation).
d) We are in the real, not the virtual, world and there will always be real raw material inputs requiring transport, and environmental by-products such as heat and waste.  It is not self-evident that the claimed environmental benefits really stack up.  AB – strength of claim reduced, and the example of also using the machine for home recycling (which would clearly generate such benefits) added.
e) What designs would people make? The article assumes that there would be widespread copying of existing products, but in the long term, where would new such products come from?  Design of some engineering products can be a complex task which, unlike coding, or digital content such as music, is not usually self-taught.  Would new designs dry up if designers and manufacturers cannot recoup their design costs by sales?  Could they be substituted by do-it-yourself designs on a wide scale, or would only a few be able to create their own designs?

SB – I have put back in some of the examples originally in my dissertation to address this and the following point.
In practical terms, how will consumers use this technology? Will a certain skill level be needed by consumers in order to identify and obtain the raw materials to be used in a 3D printer and to use the printer? This could be elaborated upon in a couple of sentences.

In discussing the exceptions to designs and patents infringement, the authors refer to private and non-commercial use.  The reviewers wondered whether, if 3D printing becomes widespread, the notion of ‘non-commercial use’ will be revisited to mean use which is damaging to the rights-holder, as opposed to use that is not-for-profit.  This is the sort of argument we have seen regarding Art 61 TRIPS on criminal penalties for trademark counterfeiting or copyright piracy undertaken on a commercial scale and examined in the US-China WTO Panel Decision.  This is something that the authors could take into account.

SB – this would make for a lengthy policy discussion. Instead, I have amended the conclusion to mention such concerns.

4. 
Interpretation 

Points of detail and typographical errors that should be taken account of:

	p 2 


	“trade-mark” 

SB - corrected

	“The patent was granted in 1977 to Wyn Kelly Swainson for essentially the same idea, though he had filed the patent before the roughly coincident appearance of Jones's piece” p 5
	Nice though the Jones story is, Swainson obviously has priority over Jones: his original filing was in 1968, re-filed in 1971.

SB- clarified

	“Restricted to the holders of those patents, and prices remained high” p 6
	Inference that monopoly rents kept the prices up is unsupported by citation.  Prices generally fall over time anyway.  Was there in fact litigation under the Swainson patent?

Deleted.  The point that 3D printer prices remain high is significant irrespective of the reason.

	“But those patents are now expiring” p 6
	True of the earliest ones – but 80 patents cite Swainson, some quite recent.  The authors would not wish readers to rely on a presumption that all relevant patents are dead.

SB – Point clarified, reference to example 3D printing patent inserted.

	p 6
	“…never to need” SB - corrected

	p9
	“paper”? SB – changed to ‘article’

	p 10
	Suggests that personal use doesn’t infringe copyright, which is not necessarily the case – this is an issue that I think needs to be explained a little more strongly/clearly later too. SB – agreed. My original wording conflated rights that are not likely to be infringed (copyright) with rights for which there is a private use defence (the others.) I’ve clarified this.

	p 11
	“Design protection protects the shape and configuration of an item…” True of UK UDR, but rather confusing terminology to apply to design rights in general. 

SB – I’ve tried to come up with a better definition, although there is no really good short one.

	“there is a short-duration Community design right (CDR) to provide protection for designs pending registration” p 12
	UCD is the usual acronym.  The right lasts three years, and it not just for pending registrations – there is no linkage to registration. SB - corrected

	p 12
	Designs dictated by function – there’s now further authority supporting AG Colomer’s interpretation



	p 12
	It would be helpful to have discussion of the meaning of “complex product” at an earlier point in the article. SB – I’ve added some remarks under the intro to section 4.

	“Purely domestic use of a 3D printer to make items will thus never infringe a registered design. In the introductory scenario therefore, even if Acme’s product is protected as a registered design, neither Bridget nor Charlie infringe that design by making a copy for personal use” p 14
	It is dangerous to gloss the statutes.  Say Bridget, a programmer working at home, makes a mouse for her home use.  Is she permitted?  Perhaps no, because the use, although private, personal and domestic, is clearly commercial – she earns her daily bread that way.  Even if she is an open source programmer she is presumably deriving some benefit other than emotional satisfaction from the job, and hence is not “non- commercial”.

SB – My own view is that this is an interpretation that would be pushing an IP-maximalist view. But it is fair to at least acknowledge it, so I have done so.

	p 14
	Perhaps more explicit explanation/reiteration of the co-existence / distinction between unregistered rights at Community/ national level



	“Whilst not framed in the same terms as the ‘technical effect’ exception in registered design, Mann J’s interpretation gives rise to a similar result, in that aspects dictated by sound engineering design will be deemed to fall within it.” p 16
	I don’t agree and think this is dangerous advice to the reader.  This is an almost toothless provision, which probably bites (if at all) only when either the claimant has pleaded such a broad description of his design that it defines a method of construction (like a method patent claim), or where the design is the unequivocal result of a particular specific manufacturing method (like the knitted bag in Bailey v Haines).  Unregistered Design protection was specifically enacted to protect functional designs, as copyright had before it, but for a short period of time.
SB – I see the referee’s point and have amended this paragraph.

	p 16
	Method or principle of construction – see Court of Appeal discussion of this in Landor & Hawa. SB – good cite I wasn’t previously aware of – I’ve included it.

	 “This would include use within educational establishments, or bureau services where a 3D printer is made available for members of the public to use” p 19
	No authority cited for the proposition that all educational establishments are non-commercial – private schools and colleges??  As for bureaux, for current analogues, the users are often making copies for business purposes.  Again, a bit of a gloss on the statute – one would not want either

educational establishments, or bureau services to rely on this article and wind up infringing.

SB – amended to emphasise importance of truly non-commercial use.

	p 20
	and onwards – copyright – what about potential authorisation liability for the distributors of the technology – and re other IPR – because, in a sense, the situation under analysis in this article is of a classic type – Betamax, Amstrad, Grokster etc…



	p 20
	Originality – although see now the judgment of the ECJ in Infopaq

SB – footnote amended accordingly.

	 Lucasfilm p 22
	Need to refer to the CA here, as Mann’s judgment will (on past evidence) be followed only by Mann and Lewison whereas everyone will defer to Jacob.  Accordingly, intention is as relevant or more so than the “visual enjoyment” property.

SB – specific reference to para 82 of CoA judgment inserted.

	“If not classified as a sculpture or a WAC, such an object may attract design protection” p 23
	Qualification as a sculpture does not disallow design protection.  Perhaps “EVEN if not” is what is intended. SB – yes, amended.

	“The decoration would not fall under any exclusion from UDR though” p 24
	Would it not precisely do so, as “surface decoration”?  Perhaps copyright is intended here. SB – I have rewritten this to clarify.

	p 24
	private use re copyright here also

	p 24
	I think too much is made of s 52 here (and overleaf) as a restriction – it will, after all, only prevent enforcement 25 years on from first commercial dissemination 

SB – I’ve alluded to some well-know intellectual properties that are older than this!

	“The distinction from the point in Lucasfilm…” p 24
	The point hasn’t yet been clearly explained, I think. SB – I’m not sure it actually adds anything to discuss it here so I have deleted it.



	 “Is should” p 25
	Should be “It should” SB - fixed

	p 27
	“…for personal 3D printer…”

SB – inserted ‘use of’

	p 30
	Onwards – discussion of “Trade Marks…” etc – very brief – not probing 

SB – I am wary of going into too much depth in terms of keeping the article manageable. I think we’ve covered the essential points.

	“and would seriously prejudice the right of individuals to, for instance, make their own spares’ p 35
	Why should individuals who buy a product have a wider right to repair than companies?  If the individual has a “right” to make their own spares, it arises from the generic and inherent right-to-repair defences rather than the private/non-commercial user defences.

SB – I’ve amended this to refer specifically to right-to-repair, rather than the more controversial right-to-make-spares.


5. 
Statistical Treatment

N/A.

6. 
Language

The paper is, on the whole, clearly expressed and well written. 

7. 
Presentation

Acceptable, but could be restructured for greater clarity. 

The article at present introduces 3D printing, and then takes each IP right in turn.  Each right is considered from three standpoints: first, whether it is applicable as a whole; second, whether it is applicable to spares; and, third, whether it is applicable to private and/or non-commercial end users.  Activities analysed include using a machine to make an article, posting designs for such machines to the internet, use in educational establishments, making spares and supplying spares or articles to others.

Of these, 3D printing raises no new IP implications in the context of commercial use for supply to others, or making in educational establishments – the law here may be inconsistent, but it is not technology-dependent.  The novel points are widespread manufacture by individuals for own use, and sharing of designs via the internet – the former because of its economic implications for IP owners and the latter because it is a genuinely novel factual issue not really envisaged when the private/non-commercial use exclusions were drawn up.  It might be a more promising route to a stronger argument to emphasise the issue of private use throughout – ie make this the focus. This is an issue that is drawn out interestingly in the conclusion – and has obvious parallels with other media (where consumers have become “publishers” too) which could be brought out more overtly.

I would therefore suggest splitting the discussion of private/non commercial user defences, taking them together so as to enable a better compare/contrast, and possible suggestions for reform or harmonisation.  E.g. the internet has brought new kinds of communication, so what does “private” mean – is the internet inherently not private?  What about password-locked sites or sharing with Facebook friends?  Does non-commercial have to mean for leisure or pleasure?  If not, what else is covered?  

SB – I see the referee’s point but am wary of both undertaking a wholesale restructuring of the paper and also of engaging in a policy discussion, which would make an already long article much longer and might better be saved for a separate paper.

It is possible that there is a new issue on spares – the whole problem pre-BL v Armstrong was that whereas one had a right to repair (by implied licence, exhaustion or non-derogation from grant) this did not extend to the spare manufacturer, so that you would have to make your own but be unable to do so.  If spares are to be covered, I would recommend considering these right-to-repair issues on the basis of United Wire and BL v Armstrong. SB – I have added a more in depth reference to the UW case.

As to the order of the IP rights, it might perhaps be easiest for the reader to start with copyright, then UDR (which is explicable best as a gapfiller for copyright), then design rights (since the issue of must-fit is discussed in detail in UDR).
8. 
Literature

Could be wider – almost nothing but English cases and standard texts cited.  The authors are to some extent in a new field so there may be little of direct relevance, but some of the literature on reverse engineering might be considered. Much of the discussion of 3D printing is from the standpoint of the Open Source RepRap product, and is largely unsupported by citation. 

Sometimes the authors do not use the best authorities to support the legal principles that they are discussing. I’d like to see the focus restricted, so that the analysis can be deepened somewhat.

In particular, the authors need to make a few amendments to the primary and secondary sources that they rely upon.

Footnote 16 refers to J Davis’s book, Intellectual Property Law as a practitioner text, which it is not.  It is an introductory student textbook.  Similarly, McQueen, Waelde and Laurie (referred to in footnote 20) is a student textbook, albeit a more sophisticated one than Davis’s. SB – I have amended the reference to read ‘educational and practioner texts

In discussing the UK UDR, the authors cite Ocular Sciences in relation to the requirement of originality.  The better authority is the Court of Appeal decision in Farmers Build Ltd v Carrier Bulk Manufacturing [2000] ECDR 42. SB – I have put in a quote from the latter.

In discussing the UK UDR, the better authority on the exclusion for a method or principle of construction is the Court of Appeal decision in Landor & Hawa International Ltd v Azure Designs Ltd [2007] FSR 9.  It would also be wise to refer to Dyson v Qualtex [2006] RPC 31 when discussing the ‘must fit’ exception. SB – done (and footnotes amended)

In discussing the exception for private and non-commercial use in patent law, the authors should refer to relevant authority, i.e. SKF v Evans [1989] FSR 513.  Likewise, in referring to the experimental use exception in patent law, the relevant authorities are Monsanto v Stauffer [1985] RPC 515 and SKF v Evans [1989] FSR 513, as opposed to merely relying on Terrell. SB – references added. I’ve also added Rotocrop v Genbourne [1982] FSR 241 as this is case authority re kits of parts.

9. 
Further Information

N/A

10.
Essential Revisions

The points made under ‘4’ and ‘8’.

REFEREES RECOMMENDATION

 

· Accept for publication subject to minor modifications.   
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